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be given a written explanation of the
reasons for denial of a request covered
by this section.

§ 650.13 Exercise of march-in rights.
(a) The procedures established by

this section supplement those pre-
scribed by § 401.6 of the implementing
regulation for the Bayh-Dole Act (37
CFR § 401.6) and apply to all march-in
rights held by NSF including those re-
sulting from funding agreements not
covered by the Bayh-Dole Act.

(b) Petitions requesting that the NSF
exercise a march-in right should be ad-
dressed to the NSF Patent Assistant.
Such petitions should:

(1) Identify the patent or patent ap-
plication involved and the relevant
fields of use of the invention;

(2) State the grounds for the proposed
march-in;

(3) Supply evidence that one or more
of the four conditions creating a
march-in right (lack of practical appli-
cation, unsatisfied health or safety
needs, unmet requirements for public
use, or failure to prefer United States
industry) is present; and

(4) Explain what action by the Foun-
dation is necessary to correct that con-
dition.

(c) If evidence received from a peti-
tioner or from the Foundation’s admin-
istration of the Patent Rights clause
indicates that one or more of the four
conditions creating a march-in right
might exist, the NSF Patent Assistant
will informally review the matter as
provided in § 401.6(b) of the imple-
menting regulation. If that informal
review indicates that one or more of
the four conditions creating a march-in
right probably exists, the Patent As-
sistant will initiate a formal march-in
proceeding by issuing a written notice
to the patent holder. That notice will
provide all the information required by
§ 401.6(c) of the implementing regula-
tion. The patent holder may submit in-
formation and argument in opposition
to the proposed march-in in person, in
writing, or through a representative.

(d) If the NSF Patent Assistant de-
termines that a genuine dispute over
material facts exists, he or she will
identify the disputed facts and notify
the NSF General Counsel. The General
Counsel will create a cross-directorate

fact-finding panel, which will establish
its own fact-finding procedures within
the requirements of § 401.6(e) of the im-
plementing regulation based on the di-
mensions of the particular dispute. The
Patent Assistant will serve as sec-
retary to the panel, but will not take
part in its deliberations. Written find-
ings of facts will be submitted to the
General Counsel, sent by certified mail
to the patent holder, and made avail-
able to all other interested parties.

(e) The NSF General Counsel will de-
termine whether and how the Founda-
tion should exercise a march-in right
as provided in § 401.6(g) of the imple-
menting regulation.

§ 650.14 Request for conveyance of
title to NSF.

(a) The procedures established by
this section apply to the exercise of the
Foundation’s right under paragraph (d)
of the Patent Rights clause in § 650.4(a)
to request conveyance of title to a sub-
ject invention if certain conditions
exist.

(b) The NSF Patent Assistant may
request the recipient of an NSF award
to convey to the Foundation or a des-
ignee title in one or more countries to
any invention to which the awardee
has elected not to retain title. The
NSF Patent Assistant may request im-
mediate conveyance of title to a sub-
ject invention if the awardee fails (1) to
submit a timely invention disclosure,
(2) to make a timely election to retain
patent rights, or (3) to file a timely
patent application; but only if he or
she determines that such action is re-
quired to preserve patent rights.

(c) The NSF Patent Assistant will in-
formally review any apparent failure
by an awardee to comply with the re-
quirements of paragraph (c) of the Pat-
ent Rights clause in § 650.4(a). The in-
terested institution, the inventor, the
patent holder, and any other interested
party will be given an opportunity to
explain why a particular invention was
not disclosed, why an election was not
made, or why a patent application was
not filed. If the Patent Assistant deter-
mines that a genuine dispute over ma-
terial facts exists, a cross-directorate
fact-finding panel will be appointed by
the General Counsel. The panel will es-
tablish its own fact-finding procedures
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